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DETAILED ACTION 

Claim Rejections - 35 USC § 102/103 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-9 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Oyama et al. U.S. Patent 
Application Publication No. 2003/0062644 (hereafter referred to as Oyama). 

4. Oyama teaches a PTFE film that is less than 20 urn thick, has a tensile strength 
of greater than 80 N/mm 2 , preferably greater than 1 00 N/mm 2 and has a surface 
roughness (Ra) of less than 0.05 urn. (Para. 50) The film of the invention is recited to 
be capable of being thermally fused into a tube by corona discharge treatment to 
increase adherability along an edge of the film followed by fusing it with the opposite 
edge. (Para. 77) The film recited by Oyama is useful for a surface film for fixing rolls 
and fixing belts of the sort commonly used in eletrophotography systems. (Para. 59) 
Example 6 of Oyama recites an embodiment in which 3 layers of expanded PTFE film 
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were compressed with heat to yield a product with 0% porosity that was 50 urn thick, 
therefore comprised of 3 films that were each 16.7 urn thick. (Para. 68) The films 
produced in all of the examples recited had surface roughness (Ra) values of less than 
0.05 urn. (Para. 69) 

5. The method for producing the film recited by Oyama comprises the steps of: 

a. Expanding a PTFE film to have porosity of from 10-95%, preferably from 
40-90% and a thickness of from 5-500 urn, preferably from 5-200 urn. (Para. 44) 

b. Subjecting the expanded PTFE film to a first compression process at a 
temperature of below the melting point of PTFE (greater than or equal to 100° C) 
and a compression force of 0.5-60 N/mm 2 to produce a film with a porosity that is 
ideally less than 10%. (Para. 45) 

c. The film is then subjected to a second compression process at a 
temperature 1-100° C above the melting point of PTFE and a compression force 
between 0.1-100 N/mm 2 , preferably 1-30 N/mm 2 . (Para. 47) The resulting film 
has a porosity of less than 1%. (Para. 47) 

6. Oyama is silent regarding the tensile elastic moduli and the tensile stresses at 
5% elongation. 

7. Applicant recites on page 32 of the specification that "The fluorine resin tubular 
article of the present invention has an excellent tensile strength. Specifically the tensile 
strength thereof if usually 80 N/mm 2 , more preferably 100 N/mm 2 or more in both 
circumferential and tubular axial directions." The fluorine resin tubular article recited in 
the claims is described in the specification to be produced by the following method: 
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a. Expanding a PTFE film to have a porosity of 5-95%, more preferably 40- 
90% and a thickness of from 3-500 urn, preferably 5-200 urn. (Pg. 18) 

b. Subjecting the expanded PTFE film to a first compression process at a 
temperature of below the melting point of PTFE (less than 100° C the melting 
temperature of PTFE or more) and a compression force of 0.5-60 N/mm 2 to 
produce a film with a porosity that is ideally less than 10%. (Pg. 19-20) 

c. The film is then subjected to a second compression process at a 
temperature 1-100° C above the melting point of PTFE and a compression force 
between 0.01-50 N/mm 2 , preferably 0.1-40 N/mm 2 . The resulting film has a 
porosity of less than 1 %. (Pg. 20-22) 

8. Because the film recited by Oyama is produced by the same method recited in 
the instant application and displays the same properties of tensile strength with the film 
of the instant application it is the examiner's opinion that in the embodiment recited by 
Oyama of a film fused on the ends for a fixing roll would inherently meet the limitations 
of a fluorine resin tubular article with the properties of tensile elastic moduli and tensile 
stresses at 5% elongation recited by applicant in claim 1 . Although Oyama is silent 
regarding these specific properties, it is the examiner's opinion that an expanded PTFE 
film with the exact same porosities and thickness recited by applicant subjected to the 
exact same compression steps as recited by applicant that exhibits the exact same 
tensile strength recited by applicant would inherently display the same properties of 
tensile elastic moduli and tensile stress at 5% elongation as recited by applicant. 
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9. Oyama specifically recites that the films of the invention can be used in a 
laminate configuration therefore inherently anticipating the limitations of claims 2 and 3. 
The limitation of the film being wound 2 or more times is a product by process limitation 
and would result in a multilayer film of the same structure as one produced by fusing the 
ends of a laminated film. 

1 0. Oyama specifically recites a surface roughness that meets the limitations set 
forth in claim 4 and since Oyama recites using corona discharge for adhering the end of 
the film to the other end the limitation of the surface treatment of an inner surface of the 
tube for adherability recited in claim 5 is met. Finally, Oyama specifically recites the use 
of the film for fixing rolls and fixing belts in electrophotography systems which 
anticipates the limitations set forth in claims 6-9. 

1 1 . Alternatively, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have wrapped the film of excellent tensile strength 
recited by Oyama around itself 2 or more times in order to produce a film of increased 
tensile elastic modulus and increased tensile stresses at 5% elongation as recited in 
claims 1-3. As anyone who has ever doubled up a rubber band would know, the 
resistance to stretching of polymeric materials increases when the thickness of the layer 
increases. This reconfiguration of the film disclosed by Oyama would have been 
obvious to one having ordinary skill in the art in order to produce the invention as 
claimed in claims 1-4 and 6-9. Additionally, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have used adhesive on the 
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inner surface of the tubular article recited by Oyama in order to adhere it to a fixing roll 
since the use of adhesives to improve "adherability" is well known. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHELE JACOBSON whose telephone number is 
(571 )272-8905. The examiner can normally be reached on Monday-Thursday 8:30 AM- 
7 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Michele L. Jacobson 
Examiner /M. J./ 

Art Unit 1794 

/Carol Chaney/ 

Supervisory Patent Examiner, Art Unit 1794 



